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Introduction

The aim of the patent system is to exchange disclosure
for monopoly. Monopoly entails disclosure. The “right” a
rightholder is granted within the patent system is defined by
the disclosure contained in the description, and what the
rightholder “claims” is determined by the terms of the
claims. Examination of the claims covers examination of the
relationship between the claims and the description (e.g.
whether the claims are supported by the description) and
that of the claims per se (e.g. whether the claims possess
novelty and inventiveness). All that are examined are unex-
ceptionally whether the “claims” fall within “disclosure”, and
the examination of means-plus-function claims is no excep-
tion.

|. Legal practice of examination of
means-plus-function claims in China

In the practical examination, claims containing techni-
cal features showing function or effect or result are generally
believed to be means-plus-function claims. In the Chinese
Patent Law and the Implementing Regulations thereof are
not set forth any provisions in this regard. The means-plus-
function claims are described only in the Guidelines for
Patent Examination, and limited only to product claims. The
provision reads: “usually, for product claims, features of
function or effect shall be avoided as much as possible to be
used in defining the invention. It is only when a certain techni-
cal feature cannot be defined by a structural feature, or it is
more appropriate to be defined by a feature of function or ef-
fect than by a structural feature, and the function or effect
can be directly and affirmatively verified by experiments or
operations as stated in the description or by customary
means in the art, that definition by features of function or ef-
fect in a product claim is permissible”.’

It is further provided in the Guidelines for Patent Exami-
nation that said technical features defined by function should
be construed to embrace all the ways or modes to perform
said function. That is, they include not only the correspond-
ing modes to perform said function in the description and the
equivalent thereof, but also other existing ways or modes to
perform said function and those coming into being after the
date of filing (or priority).

Regarding the means-ptus-function claims, it is stressed
in the Guidelines for Patent Examination that examination
should be made as to whether the functional definition is
supported by the description. If the function defined in the
claims is performed in a way specified in the embodiment of
the description and a person skilled in the art is not clear that
said function can be performed in an alternative way as men-
tioned in the description’, or he has reason to doubt that one
or several modes contained in the functional definition can
not resolve the technical problem the invention or utitity mod-
el is intended to resolve and achieve the identical technical
effect, then functional definition is not admissible in the
claims that covers said alternative mode or those that can
not resolve the technical problem the invention or utility mod-
elis intended to. Besides, if the claims only fuzzily describe
that other alternative modes are likely to be applicable, but
the person skilled in the art is not clear what the alternative
mode is all about or how it is applied, then functional defini-
tion is disallowed in the claims.

Of course, determining that means-plus-function claims
are supported by the description does not mean that an ex-
aminer is required to examine all the modes performing said
function. Rather, he should find out whether the person
skilled in the art is clear about other modes, other than those
specified in the description, that are capable of performing
said function, resolving said technical problem, and achiev-
ing identical technical effect®

It is worth noting that decisions on patent validity and



those on patent infringement are made respectively by the
patent administrative authority and the people’s courts. In the
Supreme People’s Court's Interpretation of Several Issues
Relating to Application of Law to Trial of Cases of Dispute
over Patent Infringement effective as of 1 January 2010, the
means-plus-function claims are construed to be the specific
modes described in the description and appended drawings
and the equivalents thereof.

Il. Legal practice of examination of
means-plus-function claims in the
United States

In the United States, to the examination of the relations
between the claims and specification, paragraph two of 35
U.S.C. 112 “and paragraph six of 35 U.S.C. 112 % apply. The
former is the universal principle applicable to all claims, that
is, the claims should be based on the specification, and
clearly define the subject matter of the invention that is ca-
pable of resolving the target technical problem. When the
protection scope of means-plus-function claim covers a
technical solution that cannot resolve the target technical
problem®, or a person skilled in the art is not clear how many
modes there are to perform said funciton’, such claims are
held to be contrary to the provision of paragraph two of 35 U.
S.C. 112. This provision is somewhat similar to the provision
of Article 26, paragraph four, of the Chinese Patent Law that
the claims should be supported by the description. Para-
graph six of 35 U.S.C. 112 is a special interpretation directed
to claims that include mean-plus-function limitation, without
containing any specific technical features. Since the claims
that meet the conditions for applying Paragraph six of 35 U.
S.C. 112 are construed to be equivalents described in the
specification, on the one hand ,the claims conseguentially
meet Paragraph two of 35 U.S.C. 112, and, on the other,
even a prior art can perform the function specified in the
claims , if the prior-art mode is not the same as, nor equiva-
lent to, the mode described in the specification, the
patentablity of the claims should not be devested on the ba-
sis of the identical function.®

Since application of paragraph six of 35 U.S.C. 112 has
rendered the examination made under paragraph two of 35
U.S.C. 112 too lax or loose, the USPTO issued, on 9 February
2011, the Supplementary Examination Guidelines relevant to
35 U.S.C. 112, further interpreting the application of para-
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graph two of 35 U.S.C. 112. In the Supplementary Examina-
tion Guidelines is made the distinction between the means-
plus-function claims and functional claiming, with the former
explicitly defined as “purely functional definition”. In other
words, a means-plus-function claim should not be claims
reciting “both functional and structural features”, and it is
specified that “a claim reciting both functional and structural
features” is a functional claim, and it is clearly provided that
“claims reciting function require stringent examination to see
whether it is supported by the description. Examination along
the line is no longer made of the means-plus-function claims
to determine its scope of protection according the embodi-
ments and equivalents thereof.

lll. Logic premise of examination of
means-plus-function claims

According to different subject matter of invention recited
in the description and the relations between said function
and the specified embodiments of the description, subject
matters of invention may be divided into the following basic
types.

Type 1: The subject matter of an invention presents a
new function

As for this type of subject matter of an invention, for lack
of mode to perform the function in the prior art, the resolution
of the technical problem of the type of subject matter of the
invention and the achievement of the technical effect depend
on the mode of embodiment specified in the description; un-
der this circumstance, the inventor has invented merely the
specified mode of the description and the equivalents there-
of, not said new function although it is possible to say that the
subject matter of the invention lies in the new function, which
can only be construed to be the function of the embodiments
recited in the description and the equivalents thereof. For this
matter, in case like this, the rightholder has his  “right” in the
specified mode of the description and the equivalents there-
of, not all modes of performance, and his “claim” should be
limited to the specified mode of the description and the e-
quivalents thereof.

Type 2. The subject matter of an invention lies in a
specified mode to perform a function

The function related to the subject matter of an invention
of the type is known, but a specified mode is presented to
perform said known function. Under this circumstance, the
rightholder’'s invention is a specific mode to perform the
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specified function; hence the rightholder then has this “right”
in the specified mode of the description and the equivalents
thereof, and his “claim” should be limited to the specified
mode of the description and the equivalents thereof.

For the above two types, under the Chinese Patent Law,
claims would be rejected or invalidated for reciting only
functional mode without defining a specific modes of perfor-
mance so lacking support from the description. Therefore,
the rightholder must outline the desired claims according to
the specified mode of the description and the equivalents
thereof. But under the US Patent Law, a rightholder can
choose to draft his claims according to paragraph six of 35
U.S.C. 112 (purely reciting function), so as to exclude the rel-
evant functional claiming that does not include any specific
mode of performance to make it possible for the scope of
protection to be construed to be the specified mode of the
description and the equivalents thereof. He may also choose
to draft the claims (reciting function) under paragraph two of
35 U.5.C. 112, so as to make it possible to outline, from the
specified mode of the description and the equivalents there-
of, claims that both recite function and specified modes of
performance, so as to make it possible for the scope of pro-
tection not to be construed to be limited to the specified
modes of the description and the equivalents thereof.

Type 3: The subject matter of an invention lies in struc-
tural relations among modules (including functional ones),
and has nothing to do with the way the specified function of
the relevant modules is performed

Take, for example, a signal processing method, the
subject matter of the invention is processing of relevant sig-
nal in a special sequence, which includes the step for testing
the level of the signals. Resolution of the technical problem
and the achievement of the technical effect has nothing to do
with how to test the level of the signal, and it is OK so long as
the relevant step can reach the said level. The subject matter
of the invention of the type relates to structural coordination
among different modules, and has nothing to do with the way
said function is performed. In other words, the technical
problem raised in the description can be resolved and corre-
sponding technical effect achieved no matter in what mode
said function is performed, which is believed to be support-
ed by the description.

Type 4: The subject matter of an invention has nothing
to do with said functional definition feature, nor with the way
said function is performed.

For example, for a roof solar device, the subject matter
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of the invention was the solar device per se, but it also com-
prised a member for fixating said device on top of a house.
The subject matter of the invention of the type has nothing to
do with the functional definition feature and the way said
function is performed. In other words, the technical problem
raised in the description can be resolved and corresponding
technical effect achieved no matter in what mode said func-
tion is performed.

Where the subject matters of the inventions are of types
3 and 4, the rightholder’'s  “right” shoutd cover all modes to
perform said functions. Under the Chinese Patent Law, a
rightholder may draft the claims reciting functional technical
features and extends the scope of protection to all the
modes of performance. But under the US Patent Law, if the
claims do not recite any feature of specified modes of perfor-
mance, then paragraph six of 35 U. S. C. 112 applies, and
the scope of the claims is construed as the specified modes
of the description and the equivalents thereof. If the claims
include features of specified mode of performance, then
paragraph two of 35 U. S. C. 112 applies, and the scope of
claims is construed as all the modes of said features.

IV. Analysis of rules for examination of
means-plus-function claims

As the above shows, for the subject matter of an inven-
tion with the resolution of the technical problem and the
achievement of the technical effect depending on how a
function is performed (above types 1 and 2), whether Article
26, paragraph four, of the Chinese Patent Law or paragraph
twoof 35 U. 8. C. 112 or paragraph sixof 35 U. S. C. 112 ap-
plies, it is possible to reasonably confine a rightholder's
“claims” within his  “right” so long as the subject matter of
the invention is properly examined.

For example, in the case of reexamination request by
the Rogosin Institute®, the PRB pointed out in its decision that
“said bead allowing penetration of material of molecular
weight of at least 30kd” as stated in claim 1 was a functional
definition. First, the description of the application did not say
the bore size of the biologically compatible, selective trans-
parent bead, nor specify the product or cell of the host im-
mune system. In other words, the maximum molecular weight
of the inhibitory substance that could penetrate said bead
was uncertain. Next, as the general knowledge of the art
showed, if the bore size of the biclogically compatible, selec-
tive transparent bead only allowed penetration of molecular



weight of less than 30kd or 50kd, even if it prevents the
products and cells of the host immune system from entering,
the effect of said bead to inhibit cancer cell proliferation was
unknown. As was shown above, it could be only determined
from the disclosure contained in the description of the appli-
cation in suit that cancer cell restricted by said specified a-
garose bead defined or limited cancer cell could produce
inhibitive substance, and had the effect of inhibiting cancer
cell proliferation. Except the specified agarose bead of em-
bodiments 2 and 9, it was impossible for any person skilled
in the art to determine, according to the disclosure contained
in the description of the application in suit, that other selec-
tive transparent agarose bead allowing material penetration
of molecular weight of at least 30kd could also resolve said
technical problem and achieve the identical technical effect.
Therefore, the functional definition of claim 1 included what
the requester had presumed, and its effect was hard to be
pre-determined and evaluated; hence claim 1 was not sup-
ported by the description, and was contrary to Article 26,
paragraph four, of the Patent Law. In the case, resolution of
the technical problem depended on the modes of perfor-
mance specified in the description, so the rightholder was
not allowed to use a claim of pure functional definition to
broaden the scope of protection. Rather, he was required to
limit the scope of protection to the specified modes of per-
formance or the equivalents thereof presented in the de-
scription.

For the subject matter of an invention with the resolution
of the technical problem and achievement of the technical
effect not depending on the way said function is performed
(types 3 and 4), under paragraph six of 35 U. S. C. 112, a
rightholder cannot extend the scope of protection to all
modes of performances of said function. But under the Chi-
nese Patent Law, a rightholder is accorded adequate pro-
tection. For example, in the case of reexamination request
filed by IBM™, the PRB pointed out in its decision that for a
person skilled in the art, as a timing circuit, RC circuit was
one commonly used in the art, and was not the sole mode to
perform said function. Whatever timing circuit was used, it
would do so long as it worked with a switch circuit and grad-
ually imposed the voltage of the connectors on the first ter-
minal. Therefore, claim 1 confirmed to Article 26, paragraph
four, of the Patent Law. As the case shows, for the subject
matter of the invention of the type, the Chinese Patent Law
allows patentees to extend the scope of protection to all
modes of performance.
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As far as the legal practice in relation to functional defini-
tion in China is concerned, for the examiners, on the one
hand, if the prior art can perform said function, it is possible
to believe that the functional definition features of the claims
are disclosed. This is simple relative to the examination of in-
novativeness of the claims compared to the prior art. On the
other, examination of the relations between the claims and
description requires not only determination of whether it is
possible to derive the claims from the specified modes of
performance in the description, but also consideration of
whether the claims so derived contain any technical solution
that cannot resolve said technical problem and achieve said
technical effect. For a rightholder, it is comparatively difficult
to draft his claims as he is required to use accurate language
to describe his invention-creation, so that he would not nar-
row the scope of his claim, and be able to set his invention-
creation apart from the prior art, which is a phenomenon
particularly prominent in the patent regime where amend-
ment of granted claims is subject to more limitations.

Thus, to keep a maximum balance between the interests
of the rightholders and those of the public at large and to
make it possible for a rightholder's “claim” to fall within the
scope of the “right” and for him to claim the broadest possi-
ble scope of protection within the scope of the “right”, in the
current patent practice in China, what is important is not to
introduce a foreign model of interpretation, but to constantly
build up the examination capability and improve the profi-
ciency of patent drafting while reducing limitation on amend-
ment to granted claims.

The authors: Examiners of the Patent Reexamination Board
of the State Intellectual Property Office

" Section 3.2.1, Chapter 2 of Part 2 of the Guidelines for Patent Exami-
nation as of 2010.

2 For example, the PRB pointed out, in its Decision No. 17632, that
“said bead allowing penetration of material of molecular weight of at
least 30kd” as stated in claim 1 is a functional definition. ---. Except the
specified agarose bead of embodiments 2 and 9, it was impossible for
any person skilled in the art to determine, according to the disclosure
contained in the description of the application in suit that other selective
transparent agarose bead allowing penetration of material of molecular
weight of at least 30kd could also resolve said technical problem, and
achieve the identical technical effect. Therefore, the functional definition
of claim 1 included what the requester had presumed, and its effect was

hard to be pre-determined and evaluated; hence claim 1 was not sup-
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ported by the description, and was contrary to Article 26, paragraph
four, of the Patent Law.

* For example, the PRB concluded, in its Decision No. 9235, that a per-
son skilled in the art could contemplate using other modes to perform
the function of “gradually” imposing the voltage of the connectors on
the first terminal; hence claim 1 conformed to the provision of Article
26, paragraph four, of the Patent Law.

! The specification shall conclude with one or more claims particularly
pointing out and distinctly claiming the subject matter which the appli-
cant regards as his invention.

*> An element in a claim for a combination may be expressed as a means
or step for performing a specified function without the recital of struc-
ture, material, or acts in support thereof, and such claim shall be con-
strued to cover the corresponding structure, material, or acts described in
the specification and equivalents thereof.

® For example, in 1938, in the judgment of General Electric Co. v
Wabash Appliance Corporation, the US Supreme Court pointed out that

many existing tungsten filament also comprised considerably large
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crystal, much of which was so large as to run across whole filament, but
their dislocation occurred (the relevant subject matter of the invention
was to resolve the technical problem of easy dislocation of filament
when in use). The patentee failed to clearly state, in the language of the
claims, its obvious improvement of the defects other inventors had been
aware of, and the invention should be an invalid one.

“ For example, in 1946, in the judgment of Hallibutron Oil Cementing
Co. v. Walker et al, US Supreme Court pointed out that “we had no idea
how many kinds of equipment of a plurality of types and features were
capable of performing said echoing function, and the patentee had no
right to broaden the right so much as to prohibit others from using all e-
quipment that was known then and would be in the future.

8 See USPTO, Examination Guidelines For Claims Reciting a “Means or
Step Plus Function” Limitation under paragraph six of 35 U.S.C. 112, 20
April 1994.

° See the PRB’s Decision No.17632.

" See the PRB’s Decision No. 9235.
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